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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

CLOCKWORK IP, LLC Mark: COMFORTCLUB

Petitioner
Cancellation No. 92057941
V. In re Registration No. 3,618,331

BARNABY HEATING & AIR, LLC

[FeclVoclV o cliv o cliV o cliV e eV o el o cliv o el

Respondent.

RESPONDENT’S REPLY BRIEF TO PETITIONER’S OPPOSITION
TO MOTION TO JOIN ASSIGNEE AND REOPEN DISCOVERY

Respondent Barnaby Heating & Air, LLC, (“Barnaby”), by and through its undersigned

counsel, files this Reply Brief to Petitioner’s Opposition to Motion to Join Assignee and Reopen
Discovery, and further moves and replies as follows:
1. As of September 30, 2014, Assignee, McAfee Heating & Air Conditioning Co., Inc.
(“McAfee”), is the owner of the federal trademark for COMFORTCLUB, Registration No.
3,618,331, and is a “required party” to these proceedings and must be joined. See FED. R. C1v. P.
19. This inter partes cancellation proceeding is governed by the Federal Rules of Civil Procedure
and Federal Rule of Civil Procedure 19(a)(1) defines a “required party” as:

A person who is subject to service of process and whose joinder will not deprive the

court of subject-matter jurisdiction must be joined as a party if:

(A) in that person's absence, the court cannot accord complete relief among
existing parties; or
(B) that person claims an interest relating to the subject of the action

and is so situated that disposing of the action in the person's
absence may:

(1) as a practical matter impair or impede the person's ability to protect the
interest; or
(i1) leave an existing party subject to a substantial risk of incurring

double, multiple, or otherwise inconsistent obligations because
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of the interest.
FED. R. C1v. P. 19(a)(1); see 37 C.F.R. §2.116(a). If Assignee is not joined in this proceeding,

Assignee will be forced to file a concurrent proceeding with the Trademark Trial and Appeal
Board, or in Federal Court, to protect its ownership interest in the COMFORTCLUB federal
trademark registration.

2. In violation of Federal Rule of Civil Procedure 11(b), Petitioner has made several gross
misrepresentations to this Board in its Objection and Brief in Opposition to Respondent’s Motion
to Join Assignee and Reopen Discovery, namely: (1) that Respondent is an exclusive licensee of
the subject, COMFORTCLUB, trademark (Petitioner’s Opp., at para. III. B., p. 7); (2) that the
“assignment of the subject registration may be a sham and potentially bad faith attempt to reopen
the discovery period” (Petitioner’s Opp. at paras. I. and III. A., pp. 1, 5-6); (3) that Respondent
has a history of failing to respond to TTAB deadlines (Petitioner’s Opp. at para. L., p. 1); and (4)
that Petitioner supplied Respondent with documents or evidence to support its claims against
Respondent (Petitioner’s Opp. at para. I, p. 2.). Given Petitioner’s direct violation of the federal
rules of procedure and its dishonesty, in lieu of sanctions, Petitioner’s opposition should be
denied in its entirety and Respondent’s motion should be granted in its entirety.

3. Respondent is not an exclusive licensee of the COMFORTCLUB mark and Respondent

2

does not “stand in McAfee’s shoes.” Petitioner’s Opposition at para. III. B., p. 7. As is clearly
set forth in the Trademark License Agreement, that Petitioner admits was previously produced by
Respondent in this case, Respondent is licensed to use the COMFORTCLUB mark “exclusively”
within a 90-mile radius of Dallas, Texas. A territorial grant/restriction by McAfee for the
licensed use of the COMFORTCLUB mark to Respondent is wholly different than operating

under an “exclusive license”, as Petitioner represents to this Board in its opposition. McAfee is

the exclusive owner of the COMFORTCLUB mark and, as such, must be joined in this
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proceeding.

4. Petitioner’s claims that the subject Assignment of the COMFORTCLUB trademark is a
“sham” and a “bad faith attempt to reopen the discovery period” are untruthful. Petitioner filed
this cancellation proceeding on September 22, 2013, in part, to thwart Respondent’s assignment
of the COMFORTCLUB mark to McAfee. The truth is that in September 2013, counsel for
Petitioner and counsel for Respondent discussed in great detail the assignment of the
COMFORTCLUB mark from Respondent to McAfee, as evidenced by correspondence from Sean
Collin, as counsel for Petitioner, to Julie Celum Garrigue, as counsel for Respondent, that
Petitioner would take all necessary steps to stop the COMFORTCLUB mark from being sold to a
third party. Exhibit A, Correspondence from Sean Collin for Clockwork IP to Julie Celum
Garrigue for Barnaby Heating & Air, dated September 16, 2013. In September 2013, after
Petitioner learned that Respondent was negotiating an assignment with McAfee, and after
Respondent refused to assign its federal trademark registration of the COMFORTCLUB mark to
Petitioner, Petitioner filed the present cancellation proceeding against Respondent. Following the
initiation of the cancellation proceeding by Petitioner, and through no fault of Respondent’s,
negotiations between Respondent and McAfee ceased. Respondent speculates that McAfee was
hesitant to become embroiled in the litigation initiated by Petitioner.

In August 2014, following the close of the discovery period in this case, negotiations for
the assignment from Respondent to McAfee were reignited, the assignment was finalized on
September 30, 2014, and it was recorded posthaste. Petitioner has known of the existence of
negotiations between Respondent and McAfee of the subject assignment for over 12 months.
Petitioner is also acutely aware that the most recent negotiations for the assignment between

Respondent and McAfee began again following the receipt of correspondence from Petitioner to
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McAfee dated August 8, 2104. Exhibit B, Correspondence from Direct Energy, a Clockwork IP,
LLC subsidiary, to Rohl Air, Plumbing & Heating, dated August 8, 2014. For Petitioner to
represent to this Board that the assignment of this registration by Respondent to McAfee is either
“a sham”, a “bad faith attempt to reopen discovery”, or a “red herring” is an outright distortion of
the truth by Petitioner to this Board. See Petitioner’s Opposition at paras. I. and III. A., pp. 1, 5-7.
5. Petitioner argues against the reopening of discovery alleging that Respondent has failed to
demonstrate excusable neglect and that Petitioner will be prejudiced by engaging in discovery.
Petitioner’s Opposition at pp. 5-7. As set forth in paragraph 4. above, the continued negotiations
of the assignment between Respondent and McAfee commenced following the close of discovery.
In fact, it was Petitioner’s August 8, 2014 correspondence to McAfee’s franchisee, which
threatened to sue said franchisee for the continued use of the COMFORTCLUB mark, which
sparked the continued negotiations of the assignment between McAfee and Respondent. See
Exhibit B. As a result of those continued negotiations, the assignment between Respondent and
McAfee was finalized and executed on September 30, 2014. Respondent had no control over any
delay in moving to join McAfee in this proceeding following the close of discovery, which
resulted in the need to reopen discovery. If Petitioner genuinely seeks to avoid wasting time and
money pursuing the COMFORTCLUB trademark registration, McAfee should be joined and
discovery reopened.

6. Petitioner also argues that to reopen discovery would potentially have a negative impact
on judicial proceedings and create a conflict with the Board’s interest in expedient adjudication of
disputes. See Petitioner’s Opposition at p. 7. However, the practical application of Petitioner’s
arguments regarding the negative impact on judicial proceedings to the facts of this case,

overwhelmingly support the grant of joinder and the grant of additional discovery. Without
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joining McAfee and allowing discovery to occur, should Petitioner succeed in its current
cancellation proceeding against Respondent, McAfee’s claims to the COMFORTCLUB mark will
remain outstanding. As set forth above, McAfee would then be forced to either file an
opposition/cancellation proceeding against Petitioner, or seek relief for its remaining claims in the
COMFORTCLUB mark against Petitioner in federal court, resulting in the prolonged
adjudication of the dispute involving the COMFORTCLUB federal trademark registration. By
that same token, joining McAfee in the current proceeding while refusing to reopen discovery,
would render McAfee handicap, and prevent McAfee from meaningfully participating in these
proceedings, which would also force McAfee to seek relief from an alternate tribunal. Given the
facts, and in keeping with the Board’s usual practice, Respondent moves for the joinder of
McAfee and further moves for the reopening of discovery so that this case may be decided on
what the facts reveal, versus what Petitioner seeks to conceal.
7. WHEREFORE, Respondent, Barnaby Heating & Air, LLC, respectfully requests that the
Board:

a. GRANT Respondent’s Motion to Join Assignee;

b. Enter an Order finding that Assignee, McAfee Heating & Air, Conditioning Co.,
Inc., be joined in this cancellation proceeding;

C. GRANT Respondent’s Motion to Reopen Discovery and Extend the Trial Setting;

d. Order discovery be reopened and the trial setting extended; and

e. An award to Barnaby Heating & Air, LLC of such other and further relief as the

Board deems just and appropriate.
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Dated: November 18, 2014

Respectfully submitted,
Celum Law Firm, PLLC

/s//Julie Celum Garrigue
JULIE CELUM GARRIGUE

Texas Bar No. 24031924
Patent Registration No. 47478
11700 Preston Rd.

Suite 660, PMB 560

Dallas, TX 75230

Phone: 214.334.6065
Facsimile: 214.504.2289
Email: jcelum@celumlaw.com

Counsel for Respondent,
Barnaby Heating & Air, LLC

CERTIFICATE OF SERVICE

I hereby certify that a true copy of RESPONDENT’S REPLY BRIEF TO
PETITIONER’S OBJECTION AND BRIEF IN OPPOSITION TO THE MOTION TO
JOIN ASSIGNEE AND MOTION TO REOPEN DISCOVERY was served on counsel for
Petitioner and counsel for Assignee, this 18th day of November 2014, by filing electronically via

the ESTTA and by email to:

Purvi Patel Albers

Haynes and Boone, LLP

2323 Victory Avenue, Suite 700
Dallas, TX 75219

Phone: 214-651-591 7

Facsimile: 214-200-0812

Email: patelp@haynesboone.com

Counsel for Petitioner,
Clockwork IP, LLC

RESPONDENT’S REPLY TO PETITIONER’S OPPOSITION

Melissa Replogle, Esq.

Replogle Law Office, LLC

2661 Commons Blvd., Suite 142
Beavercreek, OH 45431

Phone: 937.369.0177

Facsimile: 937.999.3924

Email: melissa@reploglelawoffice.com
Counsel for Assignee,
McAfee Heating & Air Conditioning Co., Inc.

//s// Julie Celum Garrigue
JULIE CELUM GARRIGUE
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From: sean collin sc@ipwatch.com &
Subject: FW: Clockwork-Barnaby Matter For Settlement Purposes Only, Not Admissible For Any Purpose
Date: September 19, 2013 at 10:39 AM
To: jcelum@celumlaw.com

Dear Julie:

I have not heard from you regarding the attached and my Client is most concerned. They will take all necessary steps to stop
their valuable mark being sold to a third party.

Please contact me to set up a time to speak this week. Based on the facts my Client has provided attached hereto, this matter
should be very simple to resolve at this point.

Best regards.

Sean

From: sean collin

Sent: Monday, September 16, 2013 10:22 AM

To: jcelum@celumlaw.com

Subject: FW: Clockwork-Barnaby Matter For Settlement Purposes Only, Not Admissible For Any Purpose

Dear Julie:
Please see the attached letter and materials that also went out by mail.
We look forward to the prompt and amicable resolution of this matter between our respective clients.
Please let me know when might be a good time this week to discuss the attached.
Best regards.
Sean
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B Direct
B Energy.

August 8, 2014

Mr. Jay Rol

Rol Air, Plumbing, and Heating
7510 Lannon Avenue NE
Albertville, MN 55301

Re: COMFORT CLUB Trademark Infringement
Dear Mr. Rol,

The COMFORT CLUB mark is a trademark of Clockwork IP, LLC, (“Clockwork™), one of the
Direct Energy group of companies. Clockwork has an extensive portfolio of proprietary
intellectual property surrounding our products and services. Clockwork is concerned to ensure all
of its products and services are appropriately, and legally, referenced in the media and in any and
all advertising of any nature whatsoever.

Recently, we have become aware that you are using Clockwork’s COMFORT CLUB mark
without authorization. Evidence of your unauthorized use of our intellectual property is attached
hereto as Attachment A to this letter. You are not currently authorized to use our COMFORT
CLUB mark in any manner.

Your unauthorized use of our intellectual property is likely to cause consumer confusion and to
cause consumers to falsely believe you are authorized to use our COMFORT CLUB mark and
are affiliated with Clockwork or Direct Energy or our brands when, in fact, no such authorization
or affiliation exists. Such consumer confusion may impact consumers’ purchasing decisions and
may also adversely impact them. Furthermore, your misuse of our intellectual property
negatively impacts Clockwork and undermines the considerable time and resources we have
expended in developing and marketing our brand.

We are writing to provide you with an opportunity to remove our COMFORT CLUB mark from
your website, www.rolairrepair.com, and to comply with the law and with our legal rights
without having to incur the costs and liabilities associated with a lawsuit. To comply, you must
immediately cease and desist your misuse of our intellectual property. This requires you to
remove our mark from your website, in any other advertising, truck wraps, brochures, videos or
from any other use or form.

Please respond in writing within fourteen (14) days of the date of this letter to confirm your
intent to comply with the law and to respect our legal rights. In the interim, Clockwork and
Direct energy reserves all rights. If we do not hear from you within fourteen (14) days, we will
be forced to assume your misuse of our intellectual property is continuing and is willful. In a
legal action, such willful activities potentially render you subject to claims for actual, treble and
punitive damages, in addition to attorney fees.

Plaza Five Points ® 50 Central Avenue e Suite 920 ¢ Sarasota, FL 34236 EXHIBIT B
Phone: (941) 366-3692 = Toll Free: (866) 574-7431 * Fax: (941) 366-9592

www.directenergy.com



Our company takes the protection of all of our intellectual property and reputation very
seriously. There is no reason, however, to incur costly legal expenses when this matter can be
resolved with a few practical steps. We are hopeful you will choose to comply with our request
amicably and promptly.

Please contact the undersigned at the email address or phone number identified in this letter
regarding the matter above.

Sincerely,

DIRECT ENERGY

sl e

Michele Lipscomb
Intellectual Property Paralegal
Attachment




Attachment A

NEWS "} CONTACT

Oulside Temperature: 7 7°©

{, (763) 515-6411

1-800-AIR-REPAIR

S HVAC SERVICES COMFORT CLUB RESOURCES REVIEW

The Rol Air Comfort Club is a members only, money saving opportunity for you and your
home. With special discounts, offers and priority service on all of our quality Plumbing and/or
HYAC services, there is a perfect level of the Comfort Club for every home in the Twin Cities
Metro Area

With Rol Air Plumbing, Heating and Air, you can have a Comfoit Club membership for HVAC

only, Plumbing only, or combine Both Services in one membership

HOME . Comfort Club

HVAC, Plumbing or Both
Which plan and level will work for you?

Join the Comfort Club,
and Start Saving Today

Joining is easy. Simply complete the
form below, and we will call you

shortly

SILVER
MEMBERSHIP

$12.95

PER MONTH

» Guaranteed service within
48 hours

« 2 precision tune-ups
annually*

GOLD
MEMBERSHIP

$19.95

PER MONTH

+ Guaranteed service within
24 hours

» 2 precision tune-ups
annually™

PLATINUM

. MEMBERSHIP

- $29.95

PER MONTH

jaranteed #1 Priorty




